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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

Responsive to communication(s) filed on 16 June 2006 . 
2a)[3 This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1, 453 O.G. 213. 
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DETAILED ACTION 

Response to Argument 

1. The arguments filed in the 06/16/2006 Remarks have been fully considered but they are 
not persuasive because of the following: 

2. Rejection over Barnett '223: 

The applicant argues on page 18 that Barnett '223 does not teach a "position locator 
circuit". Examiner disagrres with this argument. In col. 5, lines 47-49, Barnett '223 discloses, 
"The host system uses the postal code in a programming request to identify the geographic 
location of a frequency scanning radio receiver". 

Thus, it is clear that the host system performs the feature of identifying the location of 
the receiver as the claimed "position locator circuit". Therefore, examiner interprets the host 
system as "position locator circuit". 

3 . Rejection over Barnett '892: 

Examiner does not agree with the arguments in the 06/16/2006 Remarks that the 
evidence submitted overcomes the effective date of the Barnett et al. (U.S. Pub. No. 
2001/0006892) reference. The reasons are shown below. 

4. Conception: According to MPEP 2138.04 [R-l], in establishing conception a party must 
show possession of every feature recited in the count, and that every limitation of the count must 
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have been known to the inventor at the time of the alleged conception. Conception must be 
proved by corroborating evidence. 

The complete claimed invention was not conceived prior to the date of the Barnett 
reference because Exhibit A or B filed on 01/24/2005 and Exhibit C or D or E or H or I filed on 
10/03/2005 fails to support all the limitations of claims 1-52. There is no support at least for 
example, of having a database of frequency data including operating frequencies and geographic 
locations of a plurality of transmitting parties. Lawrence R. Youst stated that Mr. Tsubaki's 
notebook and declaration establish conception, however as stated above each limitation was not 
conceived with the provided exhibits. 

5. Diligence: The applicant argues on page 21, 

"Although a showing of reasonable diligence does not have a specific timetable, Applicant 
respectfully submits that the short period of time elapaed is, itself, evidence of reasonable 
diligence on the part of Applicant. It is well-established that proof of reasonable diligence does 
not require a party to work constantlv on the invention or to drop all other work". 

Examiner disagrees with this argument. According to MPEP 715.07, under 37 CFR 1.131, 
the critical period in which diligence must be shown begins just prior to the effective date of the 
reference or activity that ends with the date of a reduction to practice. Furthermore, according to 
MPEP 2138.06, diligence requires that applicants must be specific as to dates and facts. The 
evidence submitted is insufficient to establish diligence from a date prior to the date of reduction 
to practice of the Barnett £ 892 reference to either a constructive reduction to practice or an actual 
reduction to practice. 
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There is insufficient diligence from a time prior to the date of the Barnett reference to June 
2001. The submitted Exhibits are sufficient to only show diligence from June, 2001 to the filing 
date of the application. 

Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

7. Claims 1, 10, 21, 29, 38 and 52 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Barnett et al. (U.S. Patent No. 6,192,223). 

Regarding claim 1, Barnett teaches a receiver that receives radio frequency transmissions 
at a plurality of discrete frequencies (abstract; fig.6; col.2, lines 15-18). 

Barnett further teaches a database of frequency data including operating frequencies and 
geographic locations of a plurality of transmitting parties (abstract; col.2, lines 9-14, 35-37, 45- 
47, 61-67, col.3, lines 1-4). 

Barnett further teaches a host system [i.e., position locator circuit] that identifies the 
location of the receiver (col.4, lines 24-29, col. 5, lines 47-49). 
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Barnett further teaches a parse engine 36 [i.e., compiler circuit] that identifies 
transmitting parties of interest from the plurality of transmitting parties based upon the location 
of the receiver (fig.3, 4; col.8, lines 5-38). 

Barnett further teaches a memory that stores frequency data corresponding to the 
transmitting parties of interest (col. 2, lines 15-21). 

Barnett further teaches a processing circuit coupled to the receiver, the database, the host 
system, the parse engine 36 and the memory that provides the location of the receiver to the 
compiler circuit, stores the frequency data in the memory and controls the receiver to monitor 
transmissions at the frequencies of the transmitting parties of interest (abstract; fig.3 } 6; col.2, 
lines 15-30, col.4, lines 24-29, col.5, lines 47-49, col.8, lines 5-24, col. 10, lines 23-35). 

Regarding claim 10 is rejected for the same reasons as discussed above with respect to 
claim 1. Furthermore, Barnett teaches a communication device that communicates locally with a 
host system [i.e., position locating device] that identifies the location of the receiver (col.2, lines 
9-14, 35-37, 45-47, col.4, lines 24-29, col.5, lines 47-49). 

Regarding claim 21 is rejected for the same reasons as discussed above with respect to 
claims 1 and 10. 

Regarding claim 29 is rejected for the same reasons as discussed above with respect to 
claims 1 and 2 1 . 

Regarding claim 38 is rejected for the same reasons as discussed above with respect to 
claim 1. Furthermore, Barnett teaches maintaining a data base [i.e., non remote database] of 
frequency data including operating frequencies and geographic locations of a plurality of 
transmitting parties (abstract; col.2, lines 9-14, 35-37, 45-47, 61-67, col.3, lines 1-4). 
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Regarding claim 52 is rejected for the same reasons as discussed above with respect to 
claims 1 and 38. 

8. Claims 1-17, 19-25, 27-34, 36-41 and 43-52 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Barnett et al. (U.S. Pub. No. 2001/0006892). 

Regarding claim 1, Barnett teaches a receiver that receives radio frequency transmissions 
at a plurality of discrete frequencies (abstract; fig.6; page 1, paragraph 0011, page 2, paragraph 
0015). 

Barnett further teaches a database of frequency data including operating frequencies and 
geographic locations of a plurality of transmitting parties (abstract; page 1, paragraphs 0011- 
0013, page 2, paragraph 0015). 

Barnett further teaches a host system (i.e., position locator circuit) that identifies the 
location of the receiver (page 3, paragraph 0038, page 4, paragraph 0046). 

Barnett further teaches a parse engine 36 (i.e., compiler circuit) that identifies 
transmitting parties of interest from the plurality of transmitting parties based upon the location 
of the receiver (fig.3, 4; page 5, paragraphs 0061, 0062). 

Barnett further teaches a memory that stores frequency data corresponding to the 
transmitting parties of interest (page 1, paragraphs 001 1, 0012, page 2, paragraphs 0014, 0015). 

Barnett further teaches a processing circuit coupled to the receiver, the database, the host 
system, the parse engine 36 and the memory that provides the location of the receiver to the 
compiler circuit, stores the frequency data in the memory and controls the receiver to monitor 
transmissions at the frequencies of the transmitting parties of interest (abstract; fig.3, 6; page 1, 
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paragraph 0011 -page 2, paragraph 0015, page 3, paragraph 0038, page 4, paragraph 0046, page 
5, paragraph 0061, page 6, paragraph 0083). 

Regarding claims 2, 11 and 39, Barnett teaches that the database of frequency data is 
stored within a second memory internal to the frequency scanning radio receiver (page 9, 
paragraph 0109). 

Regarding claims 3, 12 and 40, Barnett teaches that the database of frequency data is 
stored on a memory device that is removably insertable into the frequency scanning radio 
receiver (page 9, paragraph 0109). 

Regarding claims 4, 13 and 45, Barnett teaches that the database of frequency data further 
comprises frequency data relating to at least one usage type (page 9, paragraph 0109). 

Regarding claims 5, 14, 22 and 30, Barnett teaches that the position locator circuit is a 
GPS based circuit (fig.3; page 3, paragraph 0038, page4, paragraph 0052). 

Regarding claims 6, 15, 23 and 31, Barnett teaches that the position locator circuit is a 
cellular network based circuit (fig.3; page 3, paragraph 0038, page4, paragraph 0052). 

Regarding claims 7, 16, 24 and 32, Barnett teaches that an input device coupled to the 
processing circuit (fig.6; page 7, paragraph 0086). 

Regarding claims 8 and 33, Barnett teaches that the position locator circuit receives 
position information input into the input device (fig.6; page 7, paragraph 0086). 

Regarding claims 9, 17, 25, 34 and 51, Barnett teaches that a display coupled to the 
processing circuit that displays identification data relating to the transmitting parties of interest 
(fig.6; page 7, paragraph 0087). 
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Regarding claim 10 is rejected for the same reasons as discussed above with respect to 
claim 1 . Furthermore, Barnett teaches a communication device that communicates locally with a 
host system (i.e., position locating device) that identifies the location of the receiver (page 1, 
paragraphs 001 1, 0013, 0016, page 3, paragraphs 0037, 0038, page 4, paragraph 0046). 

Regarding claims 19, 27 and 36, Barnett teaches that the communication device 
communicates via short range radio communication (page 1, paragraphs 0011, 0012, 0014, 
0015). 

Regarding claims 20, 28 and 37, Barnett teaches that the communication device is coupled 
to the position locating device via a data cable (fig. 1; page 3, paragraphs 0037, 0038). 

Regarding claim 21 is rejected for the same reasons as discussed above with respect to 
claims 1 and 10. 

Regarding claim 29 is rejected for the same reasons as discussed above with respect to 
claims 1 and 21. 

Regarding claim 38 is rejected for the same reasons as discussed above with respect to 
claim 1. Furthermore, Barnett teaches maintaining a data base (i.e., non remote database) of 
frequency data including operating frequencies and geographic locations of a plurality of 
transmitting parties (abstract; page 1, paragraphs 001 1- 0013, page 2, paragraph 0015). 

Regarding claim 41, Barnett teaches that maintaining the data base (i.e., non remote 
database) of frequency data in a local device communicably coupled to the frequency scanning 
radio receiver (page 1, paragraphs 001 1- 0013, page 2, paragraph 0015, page 9, paragraph 0109). 
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Regarding claim 43 is rejected for the same reasons as discussed above with respect to 
claim 19. Furthermore, Barnett further teaches communicating between the host system device 
(i.e., local device) and the frequency scanning radio receiver (fig. 1 ; page 3, paragraph 0038). 

Regarding claim 44 is rejected for the same reasons as discussed above with respect to 
claims 20 and 43. 

Regarding claims 46 and 47 are rejected for the same reasons as discussed above with 
respect to claims 1 and 5. 

Regarding claims 48 and 49 are rejected for the same reasons as discussed above with 
respect to claims 1 and 6. 

Regarding claim 50 is rejected for the same reasons as discussed above with respect to 
claims 1 and 8. 

Regarding claim 52 is rejected for the same reasons as discussed above with respect to 
claims 1 and 38. 

Claim Rejections - 35 USC §103 

9. The following is a quotation of 35 U.S.C 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

10. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 
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1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

11. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

12. Claims 18, 26, 35 and 42 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Barnett et al. (U.S. Pub. No. 2001/0006892) and in view of Lyons (U.S. Patent No. 6,282,412). 

Regarding claims 18, 26, 35 and 42, Barnett does not specifically teach "the 
communication device communicates via infrared communication". Lyons teaches that the 
communication device communicates via infrared communication (col.3, lines 57-65). Thus, it 
would have been obvious to one of ordinary skill in the art at the time the invention was made to 
modify Barnett to allow the communication device communicating via infrared communication 
as taught by Lyons. The motivation for the modification is to have doing so in order to allow 
data to be entered into the memory from modem remotely using a known data transmission 
protocol. 
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Conclusion 

13. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Austin et al. (U.S. Patent No. 7,095,983) teach System and method for determining mobile 
communication system carrier frequency propagation characteristics. 

14. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

15. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Md S. Elahee whose telephone number is (571) 272-7536. The 
examiner can normally be reached on Mon to Fri from 8:30am to 5:00pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Fan Tsang can be reached on (571) 272-7547. The fax phone number for the 
organization where this application or proceeding is assigned is 571-272-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Me 

MD SHAFIUL AL AM ELAHEE 
August 31, 2006 




